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I.             THE I-STAMPS PORTION OF APPLICANT’S MARK IS SUGGESTIVE.

                In the Final Office Action issued September 15, 2014, the Office maintained its refusal to
register Applicant’s mark, ENDICIA I-STAMPS (“Applicant’s Mark”), on the grounds that the
wording “I-STAMP” is descriptive and must be disclaimed.   Applicant respectfully requests that the
Office reconsider its position in light of arguments presented in Applicant’s response to the first Office
Action filed on August 5, 2014, and those presented herein.

                A mark is merely descriptive if “it forthwith conveys an immediate idea of the ingredients,
qualities or characteristics of the goods.”   Abercrombie & Fitch Co. v. Hunting World, Inc., 537 F.2d 4,
189 USPQ 759, 765 (2d Cir. 1976) (emphasis added).  When a multistage reasoning process or resort to
imagination is required to determine the attributes or characteristics of the product or services, the
market is suggestive rather than merely descriptive.  In re Abcor Development Corp., 588 F.2d 811, 200
USPQ 215, 218 (CCPA 1978).  To the extent that there is any doubt in drawing the line of demarcation
between a suggestive mark and a merely descriptive mark, such doubt is resolved in Applicant’s favor.  
In re Atavio, 25 UPSQ2d 1361, 1362 (TTAB 1992).

                A.            The Mark I-STAMPS Is Not Descriptive of Digital Shipping Payments and
Related Services.

                The mark I-STAMPS is not descriptive of Applicant’s good and services.   Applicant is not
arguing that “stamps” is not descriptive of physical postage stamps, but the mark I-STAMPS is not
descriptive of paying for shipping services or of using related services.  As the Office tendered in its
first Office Action, the term “stamp” refers to “[a] small piece of gummed paper sold by a government
for attachment to an article that is to be mailed.”   Definitions like this are probative of the public’s
understanding of the term.  See, e.g., In re Bayer AG, 488 F.3d 960, 82 UPSQ2d 1828, 1831 (Fed. Cir.
2007).  Nowhere does this definition of stamp contain the notion that “stamp” is defined as digital in
nature or for related online services.  More so, it would require a multistage reasoning process to
associate such mark with Applicant’s goods and services.



                B.            I-Prefix Has Multiple Meanings When Used With Applicant’s Goods and
Services.

                In its response to the first Office Action, Applicant argued that the Office’s reliance on the
Acronym Finder was misplaced because the same evidence provided several other common meanings of
the “I” including, “information,” “current,” “individual,” and “innovative.”   In the Final Office
action, the Office described this argument as unpersuasive because “applicant’s goods software
presumably uses the internet to get access to the postage so that it can be printed on applicant’s labels.  
Further, the applicant’s electronic label printing machines presumably connect to the internet to print
postage.”

                Applicant respectfully submits the Office’s conclusion was incorrect in that it ignores the
nature of Applicant’s goods and services.   Even putting aside the differences between physical stamps
and the postage fees that might purchase a stamp, Applicant does not merely offer access to postage
over the Internet.  Rather, Applicant offers, among other things, individualized postage labels bearing
personalized images and logos.  See webpage printout describing Applicant’s PictureItPostage™ service
attached hereto as Exhibit A.  Applicant also offers innovative “Stealth Postage” services that “avoid
upset customers” by obscuring the dollar amount of postage.   See webpage printout describing
Applicant’s Endicia Premium service attached hereto as Exhibit B.   Applicant further offers
informational services in the form of comparative information that enables customers to determine best
carrier rates and to avoid hidden surcharges.  See webpage printout describing Applicant’s Endicia
Platinum Shipper services attached hereto as Exhibit C.  Therefore, the invocation “I” of the mark I-
STAMPS is not somehow limited to “Internet” but rather connotes “individual,” “innovative,” and
“information” as used in the context of Applicant’s goods and services.   Simply put, the mark I-
STAMPS is a classic double entendre entitled to trademark protection.

Unlike “stamps,” Applicant’s good and services are not “piece[s] of gummed paper sold by a
government for attachment to an article that is to be mailed.”   Applicant’s good and services are varied
and multifaceted.  While one use may include obtaining and printed postage for postal services
performed by a government-related entity, Applicant’s good and services include other features such as
personalized labeling that is not available from other sources, information about different shipping
options, and the option of obscuring the cost of shipping to avoid consumer dissatisfaction.

It is not fatal that a mark is informational.  One may be informed by suggestion as well as by
description.  In re Reynolds Metals Co., 480 F.2d 902, 178 USPQ 296 (CCPA 1973).  Moreover, even if
“I-Stamps” was improperly deemed to be the equivalent of “Internet Stamps,” it does not follow that
“Internet Stamps” is synonymous with Applicant’s goods and services.   Instead, the mark I-STAMPS
as used in association with Applicant’s goods and services requires consumers to engage in a multistage
reasoning process or to resort to imagination to determine the attributes or characteristics of Applicant’s
goods.  See In re Abcor, 200 USPQ at 218.

                For the same reason, the Office’s continued citation of In re Zanova, Inc., 59 UPSQ2d 1300
(TTAB 2000) is misplaced.  Zanova does not stand for the proposition that the prefix “I” in a mark
always stands for and would be perceived as referring to the Internet.  Rather, the Board found that the
“I” in ITOOL, as applied to the identified goods and services, would be understood to refer to
“Internet” because the identified goods and services specifically and directly involved the
Internet—i.e., software for creating Internet web pages and custom design of Internet web sites.   The
Board’s finding was also based on evidence showing third-party non-trademark use of the term
“Internet tool” in connection with the applicant’s goods and services.   Finally, and importantly, in
Zanova the applicant conceded that “I” or “i” meant Internet.



In contrast, here, Applicant does not concede that the prefix “I” necessarily means “Internet.”   Instead,
Applicant submits that the prefix has multiple highly relevant uses, only one of which may be a
reference to the Internet, and which in any event requires a consumer to resort to a multistage reasoning
process or imagination to determine the attributes or characteristics of Applicant’s product or services.  
Finally, the Office cited absolutely no evidence of third-party non-trademark use of the term “I-
STAMPS” in connection with Applicant’s goods and services, further distinguishing this case from
Zanova.

Applicant submits that the present case is analogous to the Board’s very recent decision In re Tofasco
of America, Inc., Serial No. 85069228 (TTAB June 24, 2013) (not precedential).  There, the applicant
sought to register the mark I PEN.  The Office refused the registration on the grounds that the mark was
merely descriptive of digital pens.  The Board reversed, finding that while I PEN may be synonymous
with “Internet pen,” it was not necessarily synonymous with “digital pen.”

C.            The Examining Attorney’s Own Arguments Support The Conclusion That The Mark I-
STAMPS is Suggestive.

In the final Office Action, the Examining Attorney contends that “stamp” may be used interchangeably
with “postage.”   First, Applicant is not contending that “iPostage” is not descriptive of electronically
obtained postage, but that does not mean Applicant’s I-STAMPS mark is not suggestive.   To the
contrary, the Examining Attorney’s substitution of “postage” for “stamp” is exactly the type of
multistage reasoning process that makes Applicant’s mark suggestive.   The Examining Attorney also
cites a dictionary definition of “i” as a prefix.   Applicant observes that one of the listed definitions
explicitly identifies the “i” prefix as “a brand prefix.”   (emphasis added).  That the “i” prefix is
associated with branding belies the Office’s conclusion that the mark I-STAMPS is merely descriptive.

Finally, the Examining Attorney’s evidence that USPS.gov lists Endicia as a source of Printing Online
Postage is significant evidence that the mark I-STAMPS is not descriptive.  USPS does not refer to
sources of Printing “I-Stamps.”   Nor do any of the other sources identified by USPS describe their
products or services as “I-Stamps.”   While “postage” is used on the page, “I-Stamps” never is.   It is
well recognized that the absence of competitors’ use of a mark indicates that a mark is inherently
distinctive.  See Union Carbide Corp. v. Ever-Ready, Inc., 531 F.2d 366, 379 (7th Cir. 1976); In re
Wells Fargo & Company, 231 USPQ 116, 119 (TTAB 1986) (the absence of any descriptive use of the
term “Express Savings” by others in the field of banking reinforces its suggestive nature).

D.            The Mark I-STAMPS Possesses Many Possible Meanings.

Applicant also renews its argument that I-STAMPS is not merely descriptive because, in connection
with Applicant’s goods and services, even the “stamps” portion is a classic double entendre that
conveys many other different ideas, to which the Examining Attorney did not address in in the Final
Office Action.  Even if a consumer does make a connection between I-STAMPS and the Internet, the
mark I-STAMPS may convey many other different ideas such as (1) an Internet service for stamp
collectors; (2) an Internet service relating to trading stamps; (3) an Internet service related to non-
postage stamps; (4) an Internet service providing information about stamps; or (5) an online retail store
selling stamps.  A mark that connotes two or more possible meanings as applied to the goods is
registrable.  See, e.g., Blisscraft of Hollywood v. United Plastics Co., 294 F.2d 694 (2d Cir. 1962)
(POLY PITCHER protectible for polyethylene product because also suggestive of Molly Pitcher of
revolutionary time); In re Grand Metropolitan Food Service Inc., 30 USPQ2d 1974 (TTAB 1994)
(MufFuns protectible for muffins) In re Preifert Mfg. Co. (TTAB 1984) (HAY DOLLY protectible for
self-loading trailers for hauling bales); In re National Tea Co., 144 USPQ 286 (TTAB 1965) (NO
BONES ABOUT IT protectible for boneless hams).



E.            The U.S. Patent and Trademark Office Regularly Registers “I” Prefix Marks.

Finally, Applicant notes that while each application is examined individually, past Office practice
supports the registrability of numerous other marks with the prefix “I” (where the description of goods
or services are for software or electronic products, including in some instances where the description of
goods actually does include “Internet”).   See the following chart summarizing registrations for a few
representative examples (such registration certificates hereby formerly made of record and attached in
Exhibit D):

Registration
No.

Mark Good/Services

4243777 ISCAN computer software for use with document
scanners, recorded on computer media; computer
programs for driving document scanners;
computer programs for editing images; computer
programs for use with document scanners to
automatically scan objects and edit scanned
images; computer programs for use with document
scanners to automatically scan objects and edit and
store scanned images; computer programs for use
with document scanners to automatically scan
objects, edit, store and transmit scanned images;
computer programs for accessing servers and
transmitting data over networks; computer
programs for use with document scanners for
automatically opening scanned image files in other
application programs; multi-function printers

2566557 IMANAGE computer software for managing documents,
audio, video, email, text, data, graphics and
facsimiles for application within document
management, knowledge management and
business-to-business information applications via
local, wide area and global networks

4577804 IPROTECTOR Computer security consultancy in the field of
scanning and penetration testing of computers and
networks to assess information security
vulnerability; Computer services, namely, on-line
scanning, detecting, quarantining and eliminating
of viruses, worms, trojans, spyware, adware,
malware and unauthorized data and programs on
computers and electronic devices; Computer virus
protection services

4571768 IVOLUNTEERONLINE Software as a service (SAAS) services featuring
software for coordination, registration and
management in the field of volunteerism



3937050 IVOLUNTEER Internet-based social networking services related
to volunteerism and community service

4223507 ISHOP GREEN

(GREEN disclaimed, but
not ISHOP)

Computer application software for mobile phones
and mobile devices, namely, software for
searching, compiling, and organizing information
related to finding environmentally-conscious
products; shortcut software application for mobile,
portable and handheld electronic devices related to
finding environmentally-conscious products

2940523 IMANAGE INTERNET
BANKING

(INTERNET BANKING
disclaimed, but not
IMANAGE)

Internet banking services

2948506 ICONSENT Providing temporary use of a non-downloadable
online software platform for digitally obtaining
authorization and/or consent from patients in the
context of medical records and procedures and
providing patient authorization and/or consent
information to individuals and/or organizations
over a global information network

2970867 IRADIO Computer programs for use in connection with
radio receivers and transmitters to enable the
transmission, reception and selection of various
modes of information and entertainment
communications, and integrated circuits with
embedded radio communication technology
architecture; radio receivers, radio transmitters and
radio transceivers all for use in providing access to
radio communications, audio radio broadcast
signals and global computer network access and
all for use in in-dash units; manuals and
specifications distributed with the foregoing goods

2993227 ITUNES MUSIC
STORE

(MUSIC STORE
disclaimed, but not
ITUNES)

Providing search engines for obtaining data via
communications networks; providing search
engines for obtaining data on a global computer
network; providing temporary use of on-line non-
downloadable software to enable users to program
audio, video, text and other multimedia content,
including music, concerts, videos, radio,
television, news, sports, games, cultural events,
and entertainment-related programs; internet
services, namely, creating indexes of information,
sites and other resources available on global
computer networks for others; searching, browsing



and retrieving information, sites, and other
resources available on global computer networks
for others

3086721 IENTERTAIN Business services, namely providing on-line
computer database so that people within the
entertainment community can market themselves
and their services on-line to others within the same
community

                 F.            Doubt Resolves in Favor of Applicant.

                Therefore, Applicant respectfully submits that the Examining Attorney has not presented the
requisite evidence that the mark I-STAMPS merely describes a function, feature, or characteristic of
Applicant’s recited good and services.   Even if there was some question that the term could merely be
descriptive, where doubt exists, that doubt should be resolved in Applicant’s favor.   See, e.g., In re
Gourmet Bakers Inc., 173 USPQ 565 (TTAB 1972).  “In this way, anyone who believes that the term is,
in fact, descriptive, may oppose and present evidence on this issue to the Board.” See also In re Tofasco
of America, Inc., Serial No. 85069228 (TTAB June 24, 2013) (not precedential) (trademark I PEN not
merely descriptive).

II.            ENTRY OF DISCLAIMER ONLY IN THE ALTERNATIVE.

                For the reasons discussed above, Applicant maintains its objection to the Examining
Attorney’s request that the term I-STAMPS be disclaimed.   However, should the Examining Attorney
deny Applicant’s Motion for Reconsideration and the Board reject Applicant’s subsequent Appeal , in
the alternative only, Applicant is willing to consent to entry of a disclaimer as follows:  No claim is
made to the exclusive right to use “I-STAMPS” apart from the mark as shown.

III.           CONCLUSION.

                Applicant respectfully submits that all issues raised in the Final Office Action have been fully
addressed and satisfied and that the Application should be allowed.  If any outstanding issues remain, or
if the Office has any further suggestions for expediting allowance of this Application, Applicant
respectfully invites the Examining Attorney to contact the undersigned. 

                A Notice of Appeal is being filed contemporaneously herewith.

Respectfully submitted,

Adam S. Weiss
Patent Bar Reg. No. 55719
312-873-3644

EVIDENCE SECTION

        EVIDENCE FILE NAME(S)

       ORIGINAL PDF FILE evi_38122112254-20150316162142118270_._I-STAMPS_Exhibit_A.pdf

       CONVERTED PDF
FILE(S) \\TICRS\EXPORT16\IMAGEOUT16\860\968\86096820\xml8\RFR0002.JPG

../evi_38122112254-20150316162142118270_._I-STAMPS_Exhibit_A.pdf
../RFR0002.JPG


       (3 pages)

        \\TICRS\EXPORT16\IMAGEOUT16\860\968\86096820\xml8\RFR0003.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\860\968\86096820\xml8\RFR0004.JPG

       ORIGINAL PDF FILE evi_38122112254-20150316162142118270_._I-STAMPS_Exhibit_B.pdf

       CONVERTED PDF
FILE(S)
       (3 pages)

\\TICRS\EXPORT16\IMAGEOUT16\860\968\86096820\xml8\RFR0005.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\860\968\86096820\xml8\RFR0006.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\860\968\86096820\xml8\RFR0007.JPG

       ORIGINAL PDF FILE evi_38122112254-20150316162142118270_._I-STAMPS_Exhibit_C.pdf

       CONVERTED PDF
FILE(S)
       (3 pages)

\\TICRS\EXPORT16\IMAGEOUT16\860\968\86096820\xml8\RFR0008.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\860\968\86096820\xml8\RFR0009.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\860\968\86096820\xml8\RFR0010.JPG

       ORIGINAL PDF FILE evi_38122112254-20150316162142118270_._I-STAMPS_Exhibit_D.pdf

       CONVERTED PDF
FILE(S)
       (16 pages)

\\TICRS\EXPORT16\IMAGEOUT16\860\968\86096820\xml8\RFR0011.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\860\968\86096820\xml8\RFR0012.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\860\968\86096820\xml8\RFR0013.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\860\968\86096820\xml8\RFR0014.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\860\968\86096820\xml8\RFR0015.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\860\968\86096820\xml8\RFR0016.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\860\968\86096820\xml8\RFR0017.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\860\968\86096820\xml8\RFR0018.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\860\968\86096820\xml8\RFR0019.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\860\968\86096820\xml8\RFR0020.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\860\968\86096820\xml8\RFR0021.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\860\968\86096820\xml8\RFR0022.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\860\968\86096820\xml8\RFR0023.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\860\968\86096820\xml8\RFR0024.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\860\968\86096820\xml8\RFR0025.JPG

../RFR0003.JPG
../RFR0004.JPG
../evi_38122112254-20150316162142118270_._I-STAMPS_Exhibit_B.pdf
../RFR0005.JPG
../RFR0006.JPG
../RFR0007.JPG
../evi_38122112254-20150316162142118270_._I-STAMPS_Exhibit_C.pdf
../RFR0008.JPG
../RFR0009.JPG
../RFR0010.JPG
../evi_38122112254-20150316162142118270_._I-STAMPS_Exhibit_D.pdf
../RFR0011.JPG
../RFR0012.JPG
../RFR0013.JPG
../RFR0014.JPG
../RFR0015.JPG
../RFR0016.JPG
../RFR0017.JPG
../RFR0018.JPG
../RFR0019.JPG
../RFR0020.JPG
../RFR0021.JPG
../RFR0022.JPG
../RFR0023.JPG
../RFR0024.JPG
../RFR0025.JPG


        \\TICRS\EXPORT16\IMAGEOUT16\860\968\86096820\xml8\RFR0026.JPG

DESCRIPTION OF
EVIDENCE FILE

Exhibit A -- webpage printout describing Applicant's PictureItPostage(TM)
services Exhibit B -- webpage printout describing Applicant's Endicia
Premium services Exhibit C -- webpage printout describing Applicant's
Endicia Platinum Shipper services Exhibit D -- U.S. federal trademark
registrations for a few representative examples of third party "I" trademark
registrations, including U.S. Reg. Nos. 4243777, 2566557, 4577804,
4571768, 3937050, 4223507, 2940523, 2948506, 2970867, 2993227, and
3086721

SIGNATURE SECTION

RESPONSE SIGNATURE /Adam S. Weiss/

SIGNATORY'S NAME Adam S. Weiss

SIGNATORY'S
POSITION Attorney of Record, Illinois bar member

SIGNATORY'S PHONE
NUMBER 312-873-3644

DATE SIGNED 03/16/2015

AUTHORIZED
SIGNATORY YES

CONCURRENT APPEAL
NOTICE FILED YES

FILING INFORMATION SECTION

SUBMIT DATE Mon Mar 16 17:02:03 EDT 2015

TEAS STAMP

USPTO/RFR-38.122.112.254-
20150316170203609074-8609
6820-5306e4a9a6abaf6ae795
5fdf2927cc36d1fb2fff9d99c
4416e4ba375964fed48-N/A-N
/A-20150316162142118270

PTO Form 1960 (Rev 9/2007)

OMB No. 0651-0050 (Exp. 07/31/2017)

Request for Reconsideration after Final Action
To the Commissioner for Trademarks:

Application serial no. 86096820 has been amended as follows:

ARGUMENT(S)

../RFR0026.JPG


In response to the substantive refusal(s), please note the following:

MOTION FOR RECONSIDERATION

I.             THE I-STAMPS PORTION OF APPLICANT’S MARK IS SUGGESTIVE.

                In the Final Office Action issued September 15, 2014, the Office maintained its refusal to
register Applicant’s mark, ENDICIA I-STAMPS (“Applicant’s Mark”), on the grounds that the wording
“I-STAMP” is descriptive and must be disclaimed.   Applicant respectfully requests that the Office
reconsider its position in light of arguments presented in Applicant’s response to the first Office Action
filed on August 5, 2014, and those presented herein.

                A mark is merely descriptive if “it forthwith conveys an immediate idea of the ingredients,
qualities or characteristics of the goods.”   Abercrombie & Fitch Co. v. Hunting World, Inc., 537 F.2d 4,
189 USPQ 759, 765 (2d Cir. 1976) (emphasis added).  When a multistage reasoning process or resort to
imagination is required to determine the attributes or characteristics of the product or services, the market
is suggestive rather than merely descriptive.  In re Abcor Development Corp., 588 F.2d 811, 200 USPQ
215, 218 (CCPA 1978).  To the extent that there is any doubt in drawing the line of demarcation between a
suggestive mark and a merely descriptive mark, such doubt is resolved in Applicant’s favor.   In re Atavio,
25 UPSQ2d 1361, 1362 (TTAB 1992).

                A.            The Mark I-STAMPS Is Not Descriptive of Digital Shipping Payments and
Related Services.

                The mark I-STAMPS is not descriptive of Applicant’s good and services.   Applicant is not
arguing that “stamps” is not descriptive of physical postage stamps, but the mark I-STAMPS is not
descriptive of paying for shipping services or of using related services.  As the Office tendered in its first
Office Action, the term “stamp” refers to “[a] small piece of gummed paper sold by a government for
attachment to an article that is to be mailed.”   Definitions like this are probative of the public’s
understanding of the term.  See, e.g., In re Bayer AG, 488 F.3d 960, 82 UPSQ2d 1828, 1831 (Fed. Cir.
2007).  Nowhere does this definition of stamp contain the notion that “stamp” is defined as digital in
nature or for related online services.  More so, it would require a multistage reasoning process to associate
such mark with Applicant’s goods and services.

                B.            I-Prefix Has Multiple Meanings When Used With Applicant’s Goods and
Services.

                In its response to the first Office Action, Applicant argued that the Office’s reliance on the
Acronym Finder was misplaced because the same evidence provided several other common meanings of
the “I” including, “information,” “current,” “individual,” and “innovative.”   In the Final Office action,
the Office described this argument as unpersuasive because “applicant’s goods software presumably uses
the internet to get access to the postage so that it can be printed on applicant’s labels.   Further, the
applicant’s electronic label printing machines presumably connect to the internet to print postage.”

                Applicant respectfully submits the Office’s conclusion was incorrect in that it ignores the nature
of Applicant’s goods and services.   Even putting aside the differences between physical stamps and the
postage fees that might purchase a stamp, Applicant does not merely offer access to postage over the
Internet.  Rather, Applicant offers, among other things, individualized postage labels bearing personalized
images and logos.  See webpage printout describing Applicant’s PictureItPostage™ service attached hereto
as Exhibit A.  Applicant also offers innovative “Stealth Postage” services that “avoid upset customers”



by obscuring the dollar amount of postage.  See webpage printout describing Applicant’s Endicia
Premium service attached hereto as Exhibit B.  Applicant further offers informational services in the form
of comparative information that enables customers to determine best carrier rates and to avoid hidden
surcharges.  See webpage printout describing Applicant’s Endicia Platinum Shipper services attached
hereto as Exhibit C.  Therefore, the invocation “I” of the mark I-STAMPS is not somehow limited to
“Internet” but rather connotes “individual,” “innovative,” and “information” as used in the context of
Applicant’s goods and services.   Simply put, the mark I-STAMPS is a classic double entendre entitled to
trademark protection.

Unlike “stamps,” Applicant’s good and services are not “piece[s] of gummed paper sold by a
government for attachment to an article that is to be mailed.”   Applicant’s good and services are varied
and multifaceted.  While one use may include obtaining and printed postage for postal services performed
by a government-related entity, Applicant’s good and services include other features such as personalized
labeling that is not available from other sources, information about different shipping options, and the
option of obscuring the cost of shipping to avoid consumer dissatisfaction.

It is not fatal that a mark is informational.  One may be informed by suggestion as well as by description. 
In re Reynolds Metals Co., 480 F.2d 902, 178 USPQ 296 (CCPA 1973).  Moreover, even if “I-Stamps”
was improperly deemed to be the equivalent of “Internet Stamps,” it does not follow that “Internet
Stamps” is synonymous with Applicant’s goods and services.   Instead, the mark I-STAMPS as used in
association with Applicant’s goods and services requires consumers to engage in a multistage reasoning
process or to resort to imagination to determine the attributes or characteristics of Applicant’s goods.   See
In re Abcor, 200 USPQ at 218.

                For the same reason, the Office’s continued citation of In re Zanova, Inc., 59 UPSQ2d 1300
(TTAB 2000) is misplaced.  Zanova does not stand for the proposition that the prefix “I” in a mark
always stands for and would be perceived as referring to the Internet.  Rather, the Board found that the
“I” in ITOOL, as applied to the identified goods and services, would be understood to refer to “Internet”
because the identified goods and services specifically and directly involved the Internet—i.e., software for
creating Internet web pages and custom design of Internet web sites.  The Board’s finding was also based
on evidence showing third-party non-trademark use of the term “Internet tool” in connection with the
applicant’s goods and services.   Finally, and importantly, in Zanova the applicant conceded that “I” or
“i” meant Internet.

In contrast, here, Applicant does not concede that the prefix “I” necessarily means “Internet.”   Instead,
Applicant submits that the prefix has multiple highly relevant uses, only one of which may be a reference
to the Internet, and which in any event requires a consumer to resort to a multistage reasoning process or
imagination to determine the attributes or characteristics of Applicant’s product or services.   Finally, the
Office cited absolutely no evidence of third-party non-trademark use of the term “I-STAMPS” in
connection with Applicant’s goods and services, further distinguishing this case from Zanova.

Applicant submits that the present case is analogous to the Board’s very recent decision In re Tofasco of
America, Inc., Serial No. 85069228 (TTAB June 24, 2013) (not precedential).  There, the applicant sought
to register the mark I PEN.  The Office refused the registration on the grounds that the mark was merely
descriptive of digital pens.  The Board reversed, finding that while I PEN may be synonymous with
“Internet pen,” it was not necessarily synonymous with “digital pen.”

C.            The Examining Attorney’s Own Arguments Support The Conclusion That The Mark I-
STAMPS is Suggestive.

In the final Office Action, the Examining Attorney contends that “stamp” may be used interchangeably



with “postage.”   First, Applicant is not contending that “iPostage” is not descriptive of electronically
obtained postage, but that does not mean Applicant’s I-STAMPS mark is not suggestive.   To the contrary,
the Examining Attorney’s substitution of “postage” for “stamp” is exactly the type of multistage
reasoning process that makes Applicant’s mark suggestive.   The Examining Attorney also cites a
dictionary definition of “i” as a prefix.   Applicant observes that one of the listed definitions explicitly
identifies the “i” prefix as “a brand prefix.”   (emphasis added).  That the “i” prefix is associated with
branding belies the Office’s conclusion that the mark I-STAMPS is merely descriptive.

Finally, the Examining Attorney’s evidence that USPS.gov lists Endicia as a source of Printing Online
Postage is significant evidence that the mark I-STAMPS is not descriptive.  USPS does not refer to
sources of Printing “I-Stamps.”   Nor do any of the other sources identified by USPS describe their
products or services as “I-Stamps.”   While “postage” is used on the page, “I-Stamps” never is.   It is well
recognized that the absence of competitors’ use of a mark indicates that a mark is inherently distinctive.  
See Union Carbide Corp. v. Ever-Ready, Inc., 531 F.2d 366, 379 (7th Cir. 1976); In re Wells Fargo &
Company, 231 USPQ 116, 119 (TTAB 1986) (the absence of any descriptive use of the term “Express
Savings” by others in the field of banking reinforces its suggestive nature).

D.            The Mark I-STAMPS Possesses Many Possible Meanings.

Applicant also renews its argument that I-STAMPS is not merely descriptive because, in connection with
Applicant’s goods and services, even the “stamps” portion is a classic double entendre that conveys
many other different ideas, to which the Examining Attorney did not address in in the Final Office Action.
  Even if a consumer does make a connection between I-STAMPS and the Internet, the mark I-STAMPS
may convey many other different ideas such as (1) an Internet service for stamp collectors; (2) an Internet
service relating to trading stamps; (3) an Internet service related to non-postage stamps; (4) an Internet
service providing information about stamps; or (5) an online retail store selling stamps.  A mark that
connotes two or more possible meanings as applied to the goods is registrable.  See, e.g., Blisscraft of
Hollywood v. United Plastics Co., 294 F.2d 694 (2d Cir. 1962) (POLY PITCHER protectible for
polyethylene product because also suggestive of Molly Pitcher of revolutionary time); In re Grand
Metropolitan Food Service Inc., 30 USPQ2d 1974 (TTAB 1994) (MufFuns protectible for muffins) In re
Preifert Mfg. Co. (TTAB 1984) (HAY DOLLY protectible for self-loading trailers for hauling bales); In
re National Tea Co., 144 USPQ 286 (TTAB 1965) (NO BONES ABOUT IT protectible for boneless
hams).

E.            The U.S. Patent and Trademark Office Regularly Registers “I” Prefix Marks.

Finally, Applicant notes that while each application is examined individually, past Office practice supports
the registrability of numerous other marks with the prefix “I” (where the description of goods or services
are for software or electronic products, including in some instances where the description of goods
actually does include “Internet”).   See the following chart summarizing registrations for a few
representative examples (such registration certificates hereby formerly made of record and attached in
Exhibit D):

Registration
No.

Mark Good/Services

4243777 ISCAN computer software for use with document
scanners, recorded on computer media; computer
programs for driving document scanners;
computer programs for editing images; computer
programs for use with document scanners to



automatically scan objects and edit scanned
images; computer programs for use with document
scanners to automatically scan objects and edit and
store scanned images; computer programs for use
with document scanners to automatically scan
objects, edit, store and transmit scanned images;
computer programs for accessing servers and
transmitting data over networks; computer
programs for use with document scanners for
automatically opening scanned image files in other
application programs; multi-function printers

2566557 IMANAGE computer software for managing documents,
audio, video, email, text, data, graphics and
facsimiles for application within document
management, knowledge management and
business-to-business information applications via
local, wide area and global networks

4577804 IPROTECTOR Computer security consultancy in the field of
scanning and penetration testing of computers and
networks to assess information security
vulnerability; Computer services, namely, on-line
scanning, detecting, quarantining and eliminating
of viruses, worms, trojans, spyware, adware,
malware and unauthorized data and programs on
computers and electronic devices; Computer virus
protection services

4571768 IVOLUNTEERONLINE Software as a service (SAAS) services featuring
software for coordination, registration and
management in the field of volunteerism

3937050 IVOLUNTEER Internet-based social networking services related
to volunteerism and community service

4223507 ISHOP GREEN

(GREEN disclaimed, but
not ISHOP)

Computer application software for mobile phones
and mobile devices, namely, software for
searching, compiling, and organizing information
related to finding environmentally-conscious
products; shortcut software application for mobile,
portable and handheld electronic devices related to
finding environmentally-conscious products

2940523 IMANAGE INTERNET
BANKING

(INTERNET BANKING
disclaimed, but not
IMANAGE)

Internet banking services



2948506 ICONSENT Providing temporary use of a non-downloadable
online software platform for digitally obtaining
authorization and/or consent from patients in the
context of medical records and procedures and
providing patient authorization and/or consent
information to individuals and/or organizations
over a global information network

2970867 IRADIO Computer programs for use in connection with
radio receivers and transmitters to enable the
transmission, reception and selection of various
modes of information and entertainment
communications, and integrated circuits with
embedded radio communication technology
architecture; radio receivers, radio transmitters and
radio transceivers all for use in providing access to
radio communications, audio radio broadcast
signals and global computer network access and
all for use in in-dash units; manuals and
specifications distributed with the foregoing goods

2993227 ITUNES MUSIC
STORE

(MUSIC STORE
disclaimed, but not
ITUNES)

Providing search engines for obtaining data via
communications networks; providing search
engines for obtaining data on a global computer
network; providing temporary use of on-line non-
downloadable software to enable users to program
audio, video, text and other multimedia content,
including music, concerts, videos, radio,
television, news, sports, games, cultural events,
and entertainment-related programs; internet
services, namely, creating indexes of information,
sites and other resources available on global
computer networks for others; searching, browsing
and retrieving information, sites, and other
resources available on global computer networks
for others

3086721 IENTERTAIN Business services, namely providing on-line
computer database so that people within the
entertainment community can market themselves
and their services on-line to others within the same
community

                 F.            Doubt Resolves in Favor of Applicant.

                Therefore, Applicant respectfully submits that the Examining Attorney has not presented the
requisite evidence that the mark I-STAMPS merely describes a function, feature, or characteristic of
Applicant’s recited good and services.   Even if there was some question that the term could merely be
descriptive, where doubt exists, that doubt should be resolved in Applicant’s favor.   See, e.g., In re
Gourmet Bakers Inc., 173 USPQ 565 (TTAB 1972).  “In this way, anyone who believes that the term is,



in fact, descriptive, may oppose and present evidence on this issue to the Board.” See also In re Tofasco
of America, Inc., Serial No. 85069228 (TTAB June 24, 2013) (not precedential) (trademark I PEN not
merely descriptive).

II.            ENTRY OF DISCLAIMER ONLY IN THE ALTERNATIVE.

                For the reasons discussed above, Applicant maintains its objection to the Examining Attorney’s
request that the term I-STAMPS be disclaimed.  However, should the Examining Attorney deny
Applicant’s Motion for Reconsideration and the Board reject Applicant’s subsequent Appeal , in the
alternative only, Applicant is willing to consent to entry of a disclaimer as follows:  No claim is made to
the exclusive right to use “I-STAMPS” apart from the mark as shown.

III.           CONCLUSION.

                Applicant respectfully submits that all issues raised in the Final Office Action have been fully
addressed and satisfied and that the Application should be allowed.  If any outstanding issues remain, or if
the Office has any further suggestions for expediting allowance of this Application, Applicant respectfully
invites the Examining Attorney to contact the undersigned. 

                A Notice of Appeal is being filed contemporaneously herewith.

Respectfully submitted,

Adam S. Weiss
Patent Bar Reg. No. 55719
312-873-3644

EVIDENCE
Evidence in the nature of Exhibit A -- webpage printout describing Applicant's PictureItPostage(TM)
services Exhibit B -- webpage printout describing Applicant's Endicia Premium services Exhibit C --
webpage printout describing Applicant's Endicia Platinum Shipper services Exhibit D -- U.S. federal
trademark registrations for a few representative examples of third party "I" trademark registrations,
including U.S. Reg. Nos. 4243777, 2566557, 4577804, 4571768, 3937050, 4223507, 2940523, 2948506,
2970867, 2993227, and 3086721 has been attached.
Original PDF file:
evi_38122112254-20150316162142118270_._I-STAMPS_Exhibit_A.pdf
Converted PDF file(s)  ( 3 pages)
Evidence-1
Evidence-2
Evidence-3
Original PDF file:
evi_38122112254-20150316162142118270_._I-STAMPS_Exhibit_B.pdf
Converted PDF file(s)  ( 3 pages)
Evidence-1
Evidence-2
Evidence-3
Original PDF file:
evi_38122112254-20150316162142118270_._I-STAMPS_Exhibit_C.pdf
Converted PDF file(s)  ( 3 pages)

../evi_38122112254-20150316162142118270_._I-STAMPS_Exhibit_A.pdf
../RFR0002.JPG
../RFR0003.JPG
../RFR0004.JPG
../evi_38122112254-20150316162142118270_._I-STAMPS_Exhibit_B.pdf
../RFR0005.JPG
../RFR0006.JPG
../RFR0007.JPG
../evi_38122112254-20150316162142118270_._I-STAMPS_Exhibit_C.pdf


Evidence-1
Evidence-2
Evidence-3
Original PDF file:
evi_38122112254-20150316162142118270_._I-STAMPS_Exhibit_D.pdf
Converted PDF file(s)  ( 16 pages)
Evidence-1
Evidence-2
Evidence-3
Evidence-4
Evidence-5
Evidence-6
Evidence-7
Evidence-8
Evidence-9
Evidence-10
Evidence-11
Evidence-12
Evidence-13
Evidence-14
Evidence-15
Evidence-16

SIGNATURE(S)
Request for Reconsideration Signature
Signature: /Adam S. Weiss/     Date: 03/16/2015
Signatory's Name: Adam S. Weiss
Signatory's Position: Attorney of Record, Illinois bar member

Signatory's Phone Number: 312-873-3644

The signatory has confirmed that he/she is an attorney who is a member in good standing of the bar of the
highest court of a U.S. state, which includes the District of Columbia, Puerto Rico, and other federal
territories and possessions; and he/she is currently the applicant's attorney or an associate thereof; and to
the best of his/her knowledge, if prior to his/her appointment another U.S. attorney or a Canadian
attorney/agent not currently associated with his/her company/firm previously represented the applicant in
this matter: (1) the applicant has filed or is concurrently filing a signed revocation of or substitute power
of attorney with the USPTO; (2) the USPTO has granted the request of the prior representative to
withdraw; (3) the applicant has filed a power of attorney appointing him/her in this matter; or (4) the
applicant's appointed U.S. attorney or Canadian attorney/agent has filed a power of attorney appointing
him/her as an associate attorney in this matter.

The applicant is filing a Notice of Appeal in conjunction with this Request for Reconsideration.

        

Serial Number: 86096820
Internet Transmission Date: Mon Mar 16 17:02:03 EDT 2015
TEAS Stamp: USPTO/RFR-38.122.112.254-201503161702036
09074-86096820-5306e4a9a6abaf6ae7955fdf2

../RFR0008.JPG
../RFR0009.JPG
../RFR0010.JPG
../evi_38122112254-20150316162142118270_._I-STAMPS_Exhibit_D.pdf
../RFR0011.JPG
../RFR0012.JPG
../RFR0013.JPG
../RFR0014.JPG
../RFR0015.JPG
../RFR0016.JPG
../RFR0017.JPG
../RFR0018.JPG
../RFR0019.JPG
../RFR0020.JPG
../RFR0021.JPG
../RFR0022.JPG
../RFR0023.JPG
../RFR0024.JPG
../RFR0025.JPG
../RFR0026.JPG


927cc36d1fb2fff9d99c4416e4ba375964fed48-
N/A-N/A-20150316162142118270




















































	TEAS Request Reconsideration after FOA - 2015-03-16

